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S71-273-8300 

Mail Stop Issue Fee 

COMMISSIONER FOR PATENTS 

P.O. Box 1450 

Alexandria, VA 22313-1450 

COMMUNICATION 

Dear Sir: 

The Examiner is thanked for the Notice of Allowability mailed June 20, 2005. 
However, in the Notice of Allowability, the Examiner failed to respond to Applicants 9 request 
that the Form PTO-1449 submitted on August 27, 2004, be initialed and returned to indicate 
that the cited publications have been considered. 

Applicants respectfully submit that the IDS filed on August 27, 2004 (a copy of which 

is attached hereto) satisfied all of the requirements of 37 CFR § 1.98, and request that the 

references listed therein be considered by the Examiner, Pursuant to 37 CFR § 1.98(d): 

(d) A copy of any patent, publication, pending U.S. application or other 
information, as specified in paragraph (a) of this section, listed in an 
information disclosure statement is required to be provided, even if the 
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patent, publication, pending U.S. application or other information was 
previously submitted to, or cited by, the Office in an earlier application, 
unless; 

(1) The earlier application is properly identified in the information 
disclosure statement and is relied on for an earlier effective filing date 
under 35 U.S.C 120; and 

(2) The information disclosure statement submitted in the earlier 
application complies with paragraphs (a) through (c) of this section. 



As indicated in the IDS, copies of the documents listed on the PTO-1449 were not 
enclosed with the IDS because all of the documeots were previously cited by or submitted to 
the Patent Office in the prior applications which were relied upon for priority under 35 U.S.C. 
§ 120. As properly identified in the August 27, 2004, Information Disclosure Statement the 
prior applications relied upon for priority under 35 U.S.C. § 120 are U.S. Application No. 
09/991,411, filed November 16, 2001, U.S. Application No. 09/013,329, filed January 26, 
1998, U.S. Application No. 08/824,103, filed March 26, 1997 (now abandoned), and U.S. 
Application No. 08/818,558, filed March 14, 1997 (now abandoned). 

It is noted that the present application is a continuation of U.S. Patent Application, 
Serial No, 09/991,411, which is a continuation of U.S. Patent Application, Serial No. 
09/013,329, which is in turn a continuation-in-part application of U.S. Patent Application, 
Serial No. 08/824,103, that is in turn a continuation-in-part application of U.S. Patent 
Application, Serial No. 08/818,558, The MPEP § 609 expressly indicates that the examiner 
will consider information which has been considered by the Office in a parent application 
when examining a continuation or a continuation-in-part application. MPEP § 609 states, in 
part: 

2. Continuation Applications or Divisional Applications, Filed Under 
37 CFR 1.53(b) or Filed Under Former 37 CFR 1.60, or 
Continuation-In-Part Applications Filed Under 37 CFR 1.53(b) 
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The examiner will consider information which has been considered by 
the Office in a parent application when examining (A) a continuation 
I application filed under 37 CFR 1.53(b) or filed under former 37 CFR 1.60, 

(B) a divisional application filed under 37 CFR 1.53(b) or filed under 
former 37 CFR 1.60, or (C) a continuation-in-part application filed under 
37 CFR 1.53(b). A listing of the information need not be resubmitted in the 
continuing application unless the applicant desires the information to be 
printed on the patent . 

(Emphasis added.) 

As indicated above, the August 27, 2004 IDS fully complied with 37 CFR § 1.98. 
Accordingly, Applicants respectfully request that the Examiner initial and return the PTO- 
1449 (a copy of which is attached hereto) to ensure that the information disclosed be printed 
on the patent. 

Should the Examiner have any questions regarding this matter, it is respectfully 
requested that he contact the undersigned at (408) 392-9250 to discuss the application. 



1 hereby certify that this correspondence is being transmitted by 
facsimile to 571-273-8300 and addressed to: Mafl Stop Issue 
Fee, Commissioner for Patents, fcO. Box 1450, Arlington, VA 
22313-1450. United States Patent and Trademark Office on 
July 13, 2005. 



Signatnc 
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Respectfully submitted, 



Hugh Hi Matsubayashi 
Attorney for Applicants 
Reg. No. 43,779 
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In The United States Patent And Trademark Office 
Applicant(s): Donald S. Stem and Peter M. Redford 

Smartpaper Networks Corporation 



Assignee: 
Title: 

Application No*: 
Examiner: 
Docket No.: 



A Method of Detachably Attaching An Insert To A Remote Control 

Base And The Resulting Remote Control 

10/638,531 Filing Date: October 16, 2003 



Joe H. Cheng 
M-4816-4CUS 



Group Art Unit: 3713 
Confirmation No. 2133 



Commissioner For Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 




San Jose, California 
August 27, 2004 



INFORMATION DISCLOSURE STATEMENT UNDER 37 CFR § 1.97(b) 

Dear Sir: 

Pursuant to 37 CFR § 1.56, § 1.97 and § 1.98, the documents listed on the 
accompanying form PTO-1449 are called to the attention of the Examiner for the above patent 
application. Copies of these documents are not enclosed and are not required to be provided 
pursuant to 37 C.F.R. § 1.98(d) because all of the documents were previously cited by or 
submitted to the Patent Office in the prior applications listed below which were relied upon 
for priority under 35 U-S.C 120, The prior applications are U.S. Application No. 09/991,411, 
filed November 16, 2001, U.S. Application No. 09/013,329, filed January 26, 1998, U.S. 
Application No. 08/824,103, filed March 26, 1997 (now abandoned), and U.S. Application 
No, 08/818,558, filed March 14, 1997 (now abandoned). 

Citation of these documents shall not be construed as: 

1. an admission that the documents are necessarily prior art with respect to the 
instant invention; 

2. a representation that a search has been made, other than as described above; or 
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3. an admission that the information cited herein is, or is considered to be 
material to patentability as defined in § 1.56(b). 

No fee is believed to be required. If a fee is required for this Information Disclosure 
Statement, please charge the fee to Deposit Account No. 50-2257. This paper is being 
submitted in duplicate. 




I hereby certify that this correspondence is being deposited with 
the United States Postal Service as Fust Class Mail in an envelope 
addressed ta Commissioner for Patents, P.O. Box 1450, 
Alexandria. VA 22313-1450, on August 27. 2004. 



Respectfully submitted, 



Attorney for Applicant^) 



Attorney for Applicants) 
Reg. No, 25,875 
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